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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, Species (a), claims 40-49, 51 , 55 
and 78 in the reply filed on 05/1 1/201 1 is acknowledged. The traversal is on the 
ground(s) that the same technical features are disclosed in Group I and II as argued in 
the response filed on 02/24/201 1 . This is not found persuasive because the technical 
features of the process of Group II such as the operating temperature and the type fuel 
used are not defined in the inventions of Group I. Therefore, the examiner maintains her 
position that the application contains the 3 groups of inventions which are not so linked 
as to form a single general inventive concept under PCT Rule 1 3.1 . 

The requirement is still deemed proper and is therefore made FINAL 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 40, 44, 47, 48 and 78 are rejected under 35 U.S.C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 40, 44 and 78 disclose that the metal content in the cermet is higher than 
50 wt% (between 60-90 wt% as in claim 44). It is not clear if the above mentioned wt% 
refer to metallic portion of the cermet or total metal content of cermet as the ceramic 
portion of the cermet can also contain metals in the form of oxide or dopants. For the 
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purpose of compact prosecution the examiner has taken the position to interpret the 
claim as metallic portion of the cermet having a metal content of above 50 wt% or 
between 60-90 wt% as in claim 44 

Additionally, the term "substantially" in claims 40 and 78 is a relative term which 
renders the claim indefinite. The term "substantially" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. The term "substantially" is often used in conjunction with another term to 
describe a particular characteristic of the claimed invention. It is a broad term. In re 
Nehrenberg, 280 F.2d 161, 126 USPQ 383 (CCPA 1960). 

4. Claims 47 and 48 recites the limitation "the ceramic material" in lines 1 -2. There 
is insufficient antecedent basis for this limitation in the claim. The Examiner has taken 
the position to interpret this limitation to be referring to "an electrolyte ceramic material 
portion" recited in claim 40. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 
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6. Claims 40, 43, 45, 51 , 55 and 78 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Lockhart et al. (US 5261944, hereafter referred to as LOCKHART). 

With respect to claims 40, 45 and 78, LOCKHART discloses a solid oxide fuel 
cell (SOFC) with an anode, a cathode and an electrolyte membrane disposed in 
between the cathode and the anode, wherein the anode comprises a cermet comprising 
a metal uniformly interdispersed, wherein the metal content is more than 50% and 
wherein the specific surface area is 1.9 m2/g (Claim 12 and Example 12 and table II). 

With respect to claim 43, LOCKHART discloses Nickel (Claim 12). 

With respect to claim 51, LOCKHART discloses lanthanum manganate cathode 
(Claim 12). 

With respect to claim 55, LOCKHART discloses yttria-stablized zirconia 
(Claim12). 

Claim Rejections - 35 USC § 102/103 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 0. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

1 1 . Claims 40-49, 51 , 55 and 78 are rejected under 35 U.S.C. 1 02(a) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Joerger et al. 
(European Solid Oxide Fuel cell Forum, 2002, hereafter referred to as JOERGER, 
already of record). 

With respect to claims 40, 45 and 78, JOERGER discloses a solid oxide fuel cell 
(SOFC) with an anode, a cathode and an electrolyte membrane disposed in between 
the cathode and the anode (Introduction and Experimental), wherein the anode 
comprises a cermet comprising a metal (Experimental) uniformly interdispersed (Fig. 1) 
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wherein the metal content is more than 50% (Experimental and Results). JOERGER 
does not expressly disclose the specific surface area of the cermet, however, a cermet 
with the same composition, microstructure and particle size will inherently have the 
same surface area. 

Alternatively, it would have been obvious for the person of ordinary skills in the 
art to adjust the surface area to obtain optimum conductivity (Results and Discussion). 

With respect to claims 41-43, JOERGER discloses copper (Introduction and 
Experimental and Results). 

With respect to claim 44, JOERGER discloses copper with 60 and 73 wt%. 

With respect to claim 46, JOERGER does not expressly disclose the porosity of 
the cermet but teaches that the porosity can be measured and adjusted bases on the 
percentage of the copper and reduction process to obtain optimum conductivity (Results 
and Discussion). Therefore, it would have been obvious for the person of ordinary skills 
in the art to adjust the porosity to the levels disclosed by the Applicant to obtain 
optimum conductivity. 

\with respect to claim 47, JOERGER discloses specific conductivity higher than 
0.01 S/cm at 700 Q C. 

With respect to claims 48 and 49, JOERGER discloses gadolinia doped ceria 
(Abstract and Experimental). 

With respect to claim 51 , JOERGER discloses platinum cathode (Experimental). 

With respect to claim 55, JOERGER discloses yttria-stablized zirconia 
(Experimental). 
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Claim Rejections - 35 USC § 103 

1 2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 1 03(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 
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15. Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lockhart 
et al. (US 5261944, hereafter referred to as LOCKHART) as applied to claims 40, 43, 
45, 51 , 55 and 78 above . 

With respect to claim 44, LOCKHART discloses nickel content of 35-70 wt%. As 
stated in In re Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 
919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990), "in the case where the claimed 
ranges "overlap or lie inside ranges disclosed by the prior art" a prima facie case of 
obviousness exists". (See also In re Geisler, 116 F.3d 1465, 1469-71 , 43 USPQ2d 
1362, 1365-66 (Fed. Cir. 1997). 



Correspondence/Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LADAN MOHADDES whose telephone number is 
(571)270-7742. The examiner can normally be reached on Monday to Thursday from 
8:30 AM to 6:00 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/LADAN MOHADDES/ 
Examiner, Art Unit 1726 

/Patrick Joseph Ryan/ 

Supervisory Patent Examiner, Art Unit 1726 



